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Application/Control Number: 09/445,919 Page 2 

Art Unit: 1614 

Claims 4, 5, 7-1 1 and 18-23 are presented for examination. 
The final rejection of is hereby withdrawn. 

Claim 4 Is rejected under 35 U.S.C. 102 (b) as being anticipated by the Chemical 
Abstract 87:63008 for the reasons set forth on page 2 of the office action of February 5, 
2003. 

Claims 5, 7-1 1 and 18-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Stjernschantz et al. for the reasons set forth on page 2 of the office action 
of February 5, 2003 and the following reasons for claims 22 and 23. 

Stjernschantz et al. Teach the use of the claimed compounds for the treatment of 
glaucoma. Applicant's claims are drawn to the use of the claimed compounds for the 
treatment of glaucoma with reducing melanogenesis. It is the examiner's position that It 
does not appear the claim language or limitation result in a manipulative difference in 
the method steps when compared to the prior art disclosure. See Bristol-Myers Squibb 
Company V. Ben Venue Laboratories 58, USPQ2nd 1508 (CAFC 2001). The 
mechanism of action does not have bearing on the patentability of the invention if the 
invention was already known or obvious. Mere recognition of latent properties in the 
prior art does not render non-obvious an otherwise known Invention. In re Wiseman, 
201 USPQ 658 (CCPA 1979). Granting a patent on the discovery of unknown but 
inherent function would remove from the public that which is in the public domain by 
virtue of Its inclusion in, or obviousness from the prior art. In re Baxter Travenol Labs, 
21 US0Q2nd 1281 (Fed. Cir. 1991). See MPEP2145. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zohreh Fay whose telephone number is (571 ) 272-0573. 
The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marianne Seidel can be reached on (571) 272-0573. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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